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DETAILED ACTION 

Claims 1-11, 15-18 are pending in the application. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.1 14, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 10/30/07 
has been entered. 

EXAMINER'S AMENDMENT 

The rejection of claim 1 under 35 U.S.C.l 12 1 st paragraph has been withdrawn in 
light of the amendment. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 2-11, 17 and 18 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

Regarding claim 2, it recites complements of nucleotides for SEQ ID NO: 12, 60, 
1-1643 of SEQ ID NO: 1 13, and fragments thereof. The specification does not disclose 
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any of these complements that still possess promoter function. The art teaches that most 
promoter functions unidirectionally. The specification does not teach the claimed 
complementary sequence of fragments of SEQ ID NO: 1 13 that function as a promoter in 
any host cell. Therefore, the written description requirement is not satisfied. Claims 3- 
11,17 and 18 are rejected for same reason because they depend on claim 2. 

Regarding claim 18, it recites a polynucleotide that comprises a 20-mer. . .600-mer 
of a sequence recited in claim 1 or 2. As discussed in previous office action, the 
specification does not disclose any 20-mer, 40, 60, 80, 100-mer that has a functional 
vascular tissue specific E. grandis cOMT promoter function. The shortest sequence that 
has the claimed promoter function is 1525-1643 of SEQ ID NO: 113, and all fragments 
that have promoter function all comprise this sequence. As such, the specification fails to 
describe any of the 20-100 mer of SEQ ID NO: 1 13 that have the promoter function. 
Therefore, the written description requirement is not met. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 7, 15, 16 and 18 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claim 7, the recitation of "wherein the DNA sequence of interest is 
presented in sense and anti-sense orientation" renders the claim indefinite because it is 
unclear how a sequence can be in sense and anti-sense orientation at the same time. 
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Regarding claim 15, the recitation of "a method for identifying a gene responsible 
for a desired function or phenotype... wherein the gene encodes a polypeptide involved in 
secondary cell wall formation" renders the claim indefinite because it is unclear whether 
this gene to be identified is an endogenous gene of the plant or part of the transgene that 
is introduced into the plant. Further, claim 15 is rejected under 35 U.S.C. 1 12, second 
paragraph, as being incomplete for omitting essential steps, such omission amounting to a 
gap between the steps. The claim only recites the introduction of a construct to a plant 
cell that comprise a sequence that comprises the E. grandis cOMT promoter (SEQ ID 
NO: 1 13 as recited in claim 1), which itself may not have promoter function, or 
fragments of SEQ ID NO: 1 13 (as recited in claim 2), which do have promoter function. 
However, it is unclear how introduction of the promoter sequences or a sequence that 
comprises the promoter sequence to a plant would result in a phenotypic change that is 
indicative of a gene that is involved in secondary wall formation. As such, the metes and 
bounds of the claim cannot be established. Claim 16 is rejected because it depends on 
claim 15. 

Regarding claim 18, the recitation of "a 20 mer-...600-mer of a sequence recited 
in claim 1 or claim 2" renders the claim indefinite because one of the sequence of claim 
2, 1525-1643 of SEQ ID NO: 1 13, is only 1 19 bp in length, such that it cannot comprise a 
120-mer...600-mer. As such, the metes and bounds of the claim cannot be established. 
Conclusion 

Claim 1 is allowable. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CELINE X. QIAN whose telephone number is (571)272- 
0777. The examiner can normally be reached on 10-6:30 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joe Woitach Ph.D. can be reached on 571-272-0739. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Celine X Qian Ph.D. 
Primary Examiner 
Art Unit 1636 
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Primary Examiner, Art Unit 1636 
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